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WALTZ, Administrative Patent Judge. 



DECISION ON APPEAL 
This is a decision on an appeal under 35 U.S.C. § 134 from the 
Primary Examiner's refusal to allow claims 1-5, the only claims pending in 
this application, as amended subsequent to the final rejection {see the 
amendment dated Feb. 5, 2007, entered as per the Advisory Action dated 
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Feb. 21, 2007; App. Br. 4). 1 We have jurisdiction pursuant to 35 U.S.C. 
§ 6(b). 

According to Appellants, the invention is directed to a photovoltaic 

element which may be used for converting light energy into electric energy, 

which element includes a transparent electrode with high electrical 

conductivity formed of Indium-Tin-Oxide (ITO), and where the ITO 

substrate is coated with a metallic oxide layer of a specified thickness to 

prevent degradation of the ITO (App. Br. 4). Independent claim 1 is 

illustrative of the invention and a copy of this claim is reproduced below: 

1. A photovoltaic element comprising an ITO substrate coated with a 
metallic oxide layer or a derivative layer thereof as a transparent electrode, 
the metallic oxide layer or derivative layer being from lOnm to lOOnm thick. 

The Examiner has relied upon the following prior art reference as 
evidence of unpatentability: 

Fujimori US 6,683,244 B2 Jan. 27, 2004 

ISSUES ON APPEAL 
Claims 1,2, and 5 stand rejected under 35 U.S.C. § 102(e) as 
anticipated by Fujimori (Ans. 3). Claims 3 and 4 stand rejected under 
35 U.S.C. § 102(e) as anticipated by, or in the alternative, under 35 U.S.C. 
§ 103(a) as obvious over Fujimori (Ans. 4-5). 2 



1 An oral hearing was held for this appeal on Jul. 8, 2008. 

2 The Examiner incorrectly states that Appellants' "statement of the grounds 
of rejection to be reviewed on appeal is correct" (Ans. 2, ]f (6)). We note 
that Appellants incorrectly state that "[rjeview is sought of the rejection of 
claims 1-5 under 35 U.S.C. § 102(e) as being purportedly anticipated by 
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Appellants contend that the rejections are contrary to Federal Circuit 
case law and the MPEP because they rely upon the description of a broad 
range (10 nanometers (nm) to 10,000 nm) in Fujimori as anticipating the 
much narrow thickness range (10 nm to 100 nm) recite in claim 1 on appeal 
(App. Br. 5). Appellants further contend that Fujimori does not describe 
Appellants' claimed range with sufficient specificity to constitute 
anticipation, and that Federal Circuit case law has held that a broad 
description of a genus does not anticipate the recitation of a species {id., 
citing Atofina v. Great Lakes Chem. Corp., 441 F.3d 991, 999 (Fed. Cir. 
2006); Reply Br. 4). 

Appellants contend that Fujimori describes three preferred ranges for 
the thickness of barrier layer 8, with the Examiner only relying on the 
broadest thickness range to reject claim 1 on appeal (App. Br. 6). 
Appellants further contend that Fujimori states that, for best results, the most 
preferred thickness range is from 500 nm to 2000 nm, and each of the 
embodiments of Fujimori has thicknesses between 900 nm and 10,200 nm 
(App. Br. 6-7). Appellants contend that it would not be obvious to modify 
Fujimori because the reference "teaches away" from lowering thicknesses, 



Fujimori" (App. Br. 5, VI). We further note that Appellants correctly state 
the pending rejections in general form in the Reply Brief, reciting that 
review is sought "of the rejection of claim 1 under 35 U.S.C. § 102(e) as 
being purportedly anticipated by Fujimori" and that claims 2-5 depend from 
claim 1 and "are also rejected under 35 U.S.C. § 102 and/or 35 U.S.C. § 103 
based on Fujimori" (Reply Br. 3). In both Briefs, Appellants state that there 
is "a common question of patentability" and present arguments reasonably 
specific only to claim 1 (App. Br. 5; Reply Br. 3). Therefore, we limit our 
consideration to claim 1 in reviewing the grounds of rejection. See 
37C.F.R. §41.37(c)(l)(vii). 
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by disclosing that it is preferable to have barrier layer 8 possess a higher 
resistance in the thickness direction to prevent or suppress short circuits 
(App. Br. 8). 

Finally, Appellants contend that the Examiner has provided no 
rationale why there would be a distinction between method and product 
claims with regard to the issues in this case and in Atofina (Reply Br. 5). 

The Examiner contends that Fujimori anticipates the claimed 
thickness range because the range is taught in the prior art (Ans. 6). The 
Examiner further contends that the preferred embodiments and disclosed 
examples do not constitute a "teaching away" from the broader disclosure or 
non-preferred embodiments (Ans. 7). 

Accordingly, we determine that the issue presented from the record in 
this appeal is whether Appellants have established that the Examiner 
committed reversible error in finding that the disclosure of Fujimori 
anticipates the claimed subject matter, including the claimed thickness range 
of 10 nm to 100 nm. 

From the record presented in this appeal, we determine that Fujimori 
anticipates the subject matter of claim 1 on appeal. Accordingly, since 
Appellants present no specific arguments with regard to the rejection of any 
dependent claim (App. Br. 8; Reply Br. 7), we sustain the Examiner's 
rejections of claims 1, 2, and 5 under § 102(e) over Fujimori and claims 3-4 
under §§ 102(e)/103(a) over Fujimori for reasons stated below. Therefore, 
the decision of the Examiner to reject the claims on appeal is AFFIRMED. 
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OPINION 

We determine the following Factual Findings (FF) from the record 
presented in this appeal: 

(1) Fujimori discloses a photovoltaic element (solar cell) comprising 
an electrode 3 coated with a barrier layer 8 (Ans. 3; Fujimori, 
Abstract; Fig. 1); 

(2) Fujimori discloses that the electrode 3 may be an ITO material 
(Ans. 3; Fujimori, col. 7, 11. 20-29); 

(3) Fujimori teaches that the barrier layer 8 acts as a preventing means 
against short-circuiting, and preferably is "mainly constituted from 
titanium oxide," although other metal oxides and metallic 
compounds may be used (Fujimori, col. 1, 1. 66-col. 2, 1. 2; col. 2, 
11. 36-37; col. 7, 11. 57-60; col. 11, 1. 21; and col. 12, 11. 27-33); 

(4) Fujimori teaches that the preferred range for the average thickness 
of the barrier layer is from 0.01 to 10 microns (10 to 10,000 nm), 
more preferably about 0.1 to 5 microns (100 to 5,000 nm), and 
even more preferably about 0.5 to 2 microns (500 to 2,000 nm) 
(Ans. 4; col. 2, 11. 26-29; and col. 12, 11. 22-26); 

(5) Fujimori exemplifies coating of the barrier layer material to the 
top face of the first electrode 3 by sintering titanium dioxide to 
form the barrier layer in repeated operations for about 1 to 20 
times to achieve the above-described average thickness, with a 
preference that each coating of the titanium dioxide film is smaller 
than 100 nm, more preferably smaller than 50 nm, to achieve a 
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barrier layer laminate with better uniformity and higher density 
(col. 15, 1. 58-col. 16, 1. 11); and 
(6) Fujimori discloses in Example 1 the coating of a titanium dioxide 
barrier layer on an fluorine-doped tin oxide (FTO) electrode, 
where the barrier layer coating operation was repeated for ten (10) 
times to form a laminate having an average thickness of 0.9 
microns (900 nm) (col. 24, 1. 46-col. 25, 1. 24). 
Under § 102, anticipation requires that the prior art reference disclose, 
either expressly or under the principles of inherency, every limitation of the 
claim. See In re King, 801 F.2d 1324, 1326 (Fed. Cir. 1986). A prior art 
reference must describe each and every limitation of a claimed invention 
with "sufficient specificity" to establish anticipation within the meaning of 
§ 102. Atofina v. Great Lakes Chem. Corp., 441 F.3d 991, 999 (Fed. Cir. 
2006). Disclosure in the prior art of any value within the claimed range is 
anticipation of the claimed range. See In re Wertheim, 541 F.2d 257, 267 
(CCPA 1976); In re May, 574 F.2d 1082, 1089 (CCPA 1978). It is proper 
for the Board to consider everything that a reference discloses, even portions 
ignored by the Examiner. See In re Meinhardt, 392 F.2d 273, 280 (CCPA 
1968); In re Mercier, 515 F.2d 1161, 1165 (CCPA 1975). 

Applying the preceding legal principles to the Factual Findings (FF) 
in the record of this appeal, we determine that the disclosure of Fujimori 
anticipates the subject matter recited in claim 1 on appeal within the 
meaning of § 102. Therefore, we sustain the Examiner's rejection of claim 1 
under § 102(e) over Fujimori, and claims 2-5 which stand or fall with claim 
1. As shown by FFs (1), (2), and (3) listed above, and not contested by 
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Appellants (see the Briefs in their entirety), we determine that Fujimori 
discloses a photovoltaic element with an ITO substrate coated with a 
metallic oxide layer. As shown by FF (4) listed above, we determine that 
Fujimori discloses a photovoltaic element with an ITO substrate where the 
metal oxide coating on the substrate may have a thickness as low as 10 nm, 
more preferably as low as 100 nm. As shown by FFs (5) and (6) listed 
above, we determine that Fujimori exemplifies metal oxide coatings on the 
substrate of a photovoltaic element where the thickness of each coating of 
the laminate is less than 100 nm, preferably less than 50 nm, with an 
example of 90 nm. As established above, Example 1 of Fujimori has a total 
coating thickness of 0.9 microns, that is, 900 nm, applied in ten coating 
steps, thus yielding a result of each coating having a thickness of 90 nm. At 
this point in time of the formation of the laminate disclosed by Fujimori (i.e., 
after one coating), we determine that Fujimori describes and exemplifies 
thicknesses of metal oxide coatings on the substrate of a photovoltaic 
element within the scope of the subject matter of claim 1 on appeal, and thus 
provides sufficient description of the claimed subject matter to anticipate 
claim 1 within the meaning of § 102. 3 Although the Examiner did not rely 
on the Examples disclosed by Fujimori (Ans. 3-4), it is proper for the Board 
to consider everything that the reference discloses. See In re Meinhardt, 
392 F.2d at 280. 

For the foregoing reasons, we affirm the decision of the Examiner to 
reject the claims on appeal. 



3 As shown by FF (4) listed above, Fujimori discloses that the photovoltaic 
element is functional with a metal oxide coating as thin as 10 nm. 
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No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a)(l)(iv). 

AFFIRMED 
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